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A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 
02/13/09 has been entered. Claims 5-13 and 18-38 are currently 
pending with claims 5-13 and 18-29 withdrawn from consideration. 

The IDS filed 02/13/09 has been considered. An initialed 
copy accompanies this action. 

Newly submitted claims 39-45 are directed to an invention 
that is independent or distinct from the invention originally 
claimed for the following reasons: these claims are properly 
grouped with non-elected method Group III (See Rejection mailed 
03/24/08, pages 2-3) . 

Since applicant has received an action on the merits for 
the originally presented invention, this invention has been 
constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 39-45 are withdrawn from 
consideration as being directed to a non-elected invention. See 
37 CFR 1.142(b) and MPEP § 821.03. 



Application/Control Number: 10/518,948 Page 3 

Art Unit: 1796 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

Claims 30-38 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

The terms "enhanced superconductor properties" and 
"enhanced semiconductor properties including current density, 
irreversibility and flux pinning" (note the examiner believes 
^semiconductor' should be — superconductor--) in claims 34 and 
38 are relative terms which render the claims indefinite. The 
terms are not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and 
one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. What is the 
"improvement" compared to? Is there is certain "improvement" 
amount excluded/required (e.g. 10%, 1%, 0.0001%)? As the claims 
(and instant specification) now appear, such determinations 
cannot be made. 
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A broad range or limitation together with a narrow range or 
limitation that falls within the broad range or limitation (in 
the same claim) is considered indefinite, since the resulting 
claim does not clearly set forth the metes and bounds of the 
patent protection desired. See MPEP § 2173.05(c). Note the 
explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this 
can render a claim indefinite by raising a question or doubt as 
to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not 
required, or (b) a required feature of the claims. Note also, 
for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and 
Ex parte Hasche, 86 USPQ 481 (Bd. App. 1949) . In the present 
instance, claim 31 recites the broad recitation 0.055 to 0.33, 
and the claim also recites 0.11 and 0.22 which is the narrower 
statement of the range/limitation. 

The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 
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Claims 30-38 are rejected under 35 U.S.C. 102(a) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over He et al (Applied Physics Letters) . 

This rejection is maintained for the reasons set forth in 
the Rejection mailed 03/24/08 (pages 5-6) . 

Applicant's remarks regarding this rejection are noted. 

Specifically, applicant contends that while the reference 
teaches the addition of SiC to MgB2, the reference does not 
disclose that the MgB2 could be doped with the SiC, nor does the 
reference describe improving the superconducting properties of 
the MgB2 superconductor with SiC addition (i.e. different filed 
of endeavor) . 

With respect to the claimed "doped by silicon carbide", 
applicant's discussion/definition of "doping" appearing at pages 
2-4 of the instant specification is noted. It appears that the 
term (as described in the specification) includes both addition 
and substitution of silicon carbide to MgB2 . The examiner 
respectfully maintains that Hsu inherently meets each of the 
claimed limitations. The SiC-MgB2 materials as produced by Hsu 
are the same as instantly claimed. Specifically, the materials 
are produced by mixing SiC with Mg+B powder before reaction, and 
Hsu specifies "altered cell size" after reacting at 800°C (page 
291) . Hsu describes the SiC-MgB2 product by stating "In the 
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case of SiC, however, the peaks were shifted indicating that 
some reaction occurred" (page 292) . Such clearly meets the 
claimed "doped by silicon carbide" limitations. 

With respect to the newly added claim terminology regarding 
"improved superconductive properties" (note the above 112 
rejection), the examiner respectfully submits that such is 
inherently met by the prior art (He et al) as the materials are 
identical to those claimed. "Arguments that the alleged 
anticipatory prior art is nonanalogous art' or teaches away 
from the invention' or is not recognized as solving the problem 
solved by the claimed invention, [are] not germane' to a 
rejection under section 102." Twin Disc, Inc. v. United States, 
231 USPQ 417, 424 (CI. Ct . 1986) (quoting In re Self, 671 F.2d 
1344, 213 USPQ 1, 7 (CCPA 1982)). See also State Contracting & 
Eng ' g Corp. v. Condotte America, Inc., 346 F.3d 1057, 1068, 68 
USPQ2d 1481, 1488 (Fed. Cir. 2003) (The question of whether a 
reference is analogous art is not relevant to whether that 
reference anticipates. A reference may be directed to an 
entirely different problem than the one addressed by the 
inventor, or may be from an entirely different field of endeavor 
than that of the claimed invention, yet the reference is still 
anticipatory if it explicitly or inherently discloses every 
limitation recited in the claims.). 
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In view of the foregoing, the above claims have failed t 
patentably distinguish over the applied art. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Mark 
Kopec whose telephone number is (571) 272-1319. The examiner 
can normally be reached on Monday - Friday from 9:30 AM to 6:00 
PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Harold Pyon can be 
reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/Mark Kopec/ 

Primary Examiner, Art Unit 
1796 

MK 

February 27, 2009 



